The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

Carlton Whiteford appeals fromthe final rejection (Paper
No. 19) of clains 16, 19 and 20. Cdainms 1 through 15 and 18
stand allowed, and claim 17, the only other claimpending in
the application, stands objected to as depending from a
rejected base claim
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The invention relates “generally to plier-type tools and,
nore particularly, to a tool of this type which includes a
pair of coacting wedges for automatically adjusting the tool
proportionally to the size of a work piece engaged by its
jaws” (specification, page 1). Cdaim16, fromwhich clains 19

and 20 depend, recites such a tool conprising, inter alia, a

stationary jaw and a novable jaw, each having a | am nated
construction. A copy of clains 16, 19 and 20 appears in the
appendi x to the appellant’s main brief (Paper No. 22).

THE EVI DENCE

The itens relied on by the exam ner as evidence of

obvi ousness ar e:

Enmet t 2,618, 188 Nov. 18, 1952
Lance 4,297, 756 Nov. 3, 1981
War hei t 4,802, 390 Feb. 7, 1989

The itemrelied on by the appellant as evi dence of non-
obvi ousness is:

The 37 CFR § 1.132 Decl aration of Robert D. Woster, Jr.,
filed with appended Exhibits 1 and 2 on August 20, 1999 (part
of Paper No. 18)

THE REJECTI ONS
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Claim 16 stands rejected under 35 U.S.C. § 103(a) as
bei ng unpatentabl e over Lance in view of Enmett.

Clains 19 and 20 stand rejected under 35 U S.C. § 103(a)
as bei ng unpatentable over Lance in view of Emmett and

VWar hei t .

Attention is directed to the appellant’s main and reply
briefs (Paper Nos. 22 and 25) and to the exam ner’s final
rejection and answer (Paper Nos. 19 and 23) for the respective
positions of the appellant and the exam ner with regard to the
merits of these rejections.

Dl SCUSSI ON

| . Grouping of clains

On page 6 in the main brief, the appellant states that
“appeal ed clains 16, 19 and 20 can be grouped into a single
Goup ‘A with independent claim 16 representative of the
Goup.” In accordance with this grouping, and for purposes of
this appeal, clains 19 and 20 shall stand or fall with
representative claiml6.

I[I. The nerits
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Lance, the examner’s primary reference, discloses a
sel f-adjusting | ocking wench tool 100 (see Figures 16 and 17)
having a stationary jaw and a novable jaw. As best shown in
the partially cutaway side viewillustrated in Figure 16, the
stationary jaw defines a recess which receives a flat portion
of the novable jaw.

Wth inplied reference to tool 100, the exam ner (see
page 3 in the answer) has determ ned that Lance teaches or

woul d have

suggested all of the limtations in claim16 except for those
pertaining to the | am nated construction of the stationary and
novable jaws. This determ nation is reasonable on its face
and has not been disputed by the appellant.

Emett discloses a slidable jaw wench wherein each of
jaws J and J' has a | am nated construction (see colum 2,
lines 11 through 32).

I n proposing to conbine Lance and Emmett to reject claim
16, the exam ner concludes that it would have been obvious to
one of ordinary skill in the art “to formthe jaws of Lance as

lam nated with a recess between the outer | am nae of the fixed
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jaw receiving a portion of the inner |am nae of the novable
jaw for strength and stability as taught by Emett” (answer,
page 3).

To reject a claim an exam ner bears the initial burden

of presenting a factual basis establishing a prim facie case

of unpatentability. In re Qetiker, 977 F.2d 1443, 1445, 24

USPQ2d 1443, 1444-45 (Fed. Cir. 1990); In re Piasecki, 745

F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Gr. 1984). If this
burden is nmet, the burden of comng forward with a show ng of
facts supporting the opposite conclusion shifts to the
applicant. After such rebuttal evidence is submtted, all of
t he evi dence nmust be considered anew, with patentability being

determ ned on the

totality of the record, by a preponderance of evidence with
due consideration to persuasiveness of argunent. O course,
if the examner’s initial show ng does not produce a prim

faci e case of unpatentability, then wi thout nore the applicant

is entitled to grant of the patent. 1d.
In the present case, the appellant does not chall enge,

and in fact seens to acquiesce to (see page 11 in the main
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brief), the exam ner’s determ nation that a person of ordinary
skill in the art would have appreciated the | am nated jaw
structure disclosed by Emmett as affording strength and
stability. On its face, this appreciation wuld have

furni shed such a person with the requisite notivation or
suggestion to nake Lance’s jaws of a |lam nated construction.
As accurately noted by the appellant (see page 10 in the main
brief), neither Lance nor Emrett neets the limtations in
claim16 requiring a recess defined by the outer |am nae of
the stationary jaw and a flat portion defined by the inner

| am nae of the novable jaw. The test for obvi ousness,
however, is not whether the features of a secondary reference
may be bodily incorporated into the structure of the primry
reference; nor is it that the clainmed invention nust be
expressly suggested in any one or all of the references.

Rat her, the test is what the conbined teachings of the
references woul d have

suggested to those of ordinary skill in the art. In re
Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). 1In
ot her words, non-obvi ousness cannot be established by

attacking references individually where the rejection is based
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upon the teachings of a conbination of references. |n re

Merck & Co., Inc., 800 F.2d 1091, 1097, 231 USPQ 375, 380

(Fed. Cir. 1986). Gven Lance’s disclosure of a recess in the
stationary jaw for receiving a flat portion of the novable

jaw, the proposed nodification of Lance in view of Emrett

woul d result in the |lam nated recess/flat portion arrangenent
required by claim16. Hence, the conbined

teachi ngs of Lance and Emrett establish a prinma facie case of

obvi ousness with respect to the subject matter recited in
claim16. As the appellant has advanced the Woster
declaration in rebuttal, the next step is to consider all of
this evidence anew.

I n essence, the appellant proffers the Woster
declaration to show that the subject matter recited in the
appeal ed cl ai ns woul d not have been obvious within the neaning
of 8 103(a) because it 1) addresses a problem not contenpl ated
by the prior art, 2) solves a long felt need in the art and 3)

has enjoyed a significant degree of conmercial success.

Wth regard to the first point, the declaration states in

pertinent part that
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[t]he am nated jaw construction set forth in
pending claim16 is integral to the functional
mechani sm of the self |ocking tool of the present
invention. The self adjusting |ocking tools of the
present invention rely on a pair of coacting wedges
for adjusting the tool proportionally to the size of
a work piece engaged by the jaws. In order for this
wedge action to properly work it is necessary for
each of the pivot points associated with the jaws to
be totally free. In order to ensure the pivot
points can freely work, and thereby permt the self
| ocki ng mechanismto properly function, it is
critical to provide clearances in all of the pivot
points. The clearances provided directly result
fromthe construction of the jaws. The |am nated
construction of the jaws set forth in the pending
claim16 permts the jaws to be constructed to
tol erances that heretofore were not readily
obtai nable fromprior art forging and stanping
processes and enabl es consi stent operation of the
sel f-adjusting | ocking features of the present
i nvention.

13. While the Enmett and Warheit patents
di scl ose | am nated constructions, the |am nated
construction in the tools of the Enmett and Warheit
pat ents does not provide nor, in my opinion, suggest
t he functional advantages of using a |am nated jaw
construction for a self-adjusting |ocking tool. The
use of a |am nated construction in the tools of the
Emmett and Warheit patents increases the strength of
the tool and reduces the cost of production. The
use of a |am nated construction in those tools,
however, is not, as it is in the present invention,
integral to the functional nechanismof the tool

14. Thus, the | am nated construction of the
jaws in the self-adjusting | ocking tool of the
present invention, provides a functional and
mechani cal result not present in the | am nated tool
construction in the Emrett and Warheit patents.
Further, in ny opinion, the operational advantages
obtai ned by the | am nated construction of pending
claim16, and in particular the

8
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enhanced operation of the wedges, pivot points, and

jaws of the self-adjusting |ocking tool of the

present invention, would not have been obvious to

one of ordinary skill in the tool art at the tine

the present invention was nmade [Woster decl aration,

par agraphs 12 through 14].

The foregoing makes clear that the noted functional or
operational advantages result fromallegedly critical pivot
poi nt cl earances or tolerances, not fromthe |am nated jaw
construction itself. Caim 16, however, does not recite such
pi vot point clearances or tolerances,! and thus is not
commensurate wth the asserted advantages. Emmett establishes
that | am nated jaw constructions are conventional expedients,
and Whoster’s statenent that such a construction “increases
the strength of the tool and reduces the cost of production”
(paragraph 13) buttresses the exam ner’s conclusion that it
woul d have been obvious to formLance’s jaws of | am nated
construction for the purposes of strength and stability. The

| aw does not require that references be conbined for the

reasons contenplated by the inventor as |ong as sone

1 Gven the lack of any nmention of these pivot point
cl earances or tolerances in the appellant’s disclosure, it
woul d seemthat claim 16 could not recite same wthout raising
35 U.S.C § 112, first paragraph, issues.

9
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notivation or suggestion to conbine themis provided by the

prior art taken as a whole. |In re Beattie,

974 F.2d 1309, 1312, 24 USPQ2d 1040, 1042 (Fed. Gr. 1992).
The advant ages noted by the exam ner and confirnmed by Woster
woul d have provi ded the necessary notivation or suggestion to
conbi ne Lance and Emett in the manner proposed. Mbreover,
there is nothing in the record showing that at the tinme the
invention was nade the inventor was even aware of the
operational or functional advantages described by Woster.

The Wboster declaration also falls short of denonstrating
that the subject matter on appeal solved a long felt need in
the art.

To establish a long felt need, an applicant nust
denonstrate the existence of a problem which has been
recogni zed in the art and has remai ned unsol ved over a | ong

period of time. See Vandenberg v. Dairy Equipnent Co., 740

F.2d 1560, 224 USPQ 195 (Fed. Cir. 1984). The applicant nust
further show that the invention satisfies the long felt need.

See | n re Cavanagh, 436 F.2d 491, 496, 168 USPQ 466, 471 (CCPA

1971). Along these lines, the Woster declaration (see

10
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paragraphs 7 through 9 and Exhibit 1) nmerely contains an
unsubstantiated assertion that production of certain prior art
self-adjusting tools which did not have | am nated jaw
constructions was term nated “reportedly because of

manufacturing difficulties” (paragraph 8). This assertion

mrrors the one nade on page 2 in the appellant’s
specification. Woster, however, neither identifies the
al l eged manufacturing difficulties nor avers that the subject
matter recited in claim 16 sol ves these probl ens.
Furthernore, even if it is assuned for the sake of argunent
that these manufacturing difficulties involved an inability to
consistently provide the allegedly critical pivot point
cl earances or tol erances described by Woster, claim 16 does
not recite these clearances/tol erances as part of the clained
tool, and thus is not be commensurate in scope with the
apparent sol ution.

The Whoster declaration |likewi se has little probative
val ue as evidence of commercial success. For the nost part,
the appellants’ showing in this regard (see declaration

paragraph 11) consists of bald sales figures which have not

11
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been placed in any neani ngful context which m ght denonstrate,
for exanple, a substantial share of the market or a
profitability per unit which is out of the ordinary. Such
bal d sales figures constitute mnimal, if any, evidence of

comrerci al success. See |In re Huang, 100 F.3d 135, 137, 40

UsP2d 1685, 1689 (Fed. Cir. 1996); Cable Elec. Prods. Inc. v.

Genmark, Inc., 770 F.2d 1015, 1026-27, 226 USPQ 881, 887-88

(Fed. GCr. 1985). Moreover, any denonstrated commercia
success is relevant in the obviousness

context only if there is proof that the sales were a direct
result of the unique characteristics of the clained invention.
Id. The appellant’s attenpt to establish such a nexus (see
decl aration paragraphs 12 through 16 and Exhibit 2) rests on
Whost er’ s unsupported contention the above noted sal es figures
are attributable to the functional or operational advantages
purportedly afforded by the | am nated jaw construction recited
in claim16. The pronotional literature included in Exhibit 2
sinply does not support this assertion. To the extent that
the lam nated jaw construction is nmentioned in this literature
(see the article fromthe Decenber 1997 edition of

Motorcyclist), it is touted for its strength, not any

12
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functional or operational advantage. This constitutes yet
nore support for the rational e underlying the exam ner’s
proposed conbi nati on of Lance and Emmett.

In light of the foregoing, the Woster declaration
carries little weight as evidence of non-obvi ousness, and
i ndeed seens nore supportive of the exam ner’s position than
the appellant’s. In any event, to the extent that the
decl aration does constitute evidence of non-obviousness, it
clearly is outweighed by the exam ner’s reference evidence of

obvi ousness. In this regard,

the nmere existence of evidence of non-obvi ousness does not

control the obviousness determ nation. See Newell Cos. V.

Kenney Mg. Co., 864 F.2d 757, 768, 9 USPQRd 1417, 1426 (Fed.

Cir. 1988), cert. denied, 493 U S. 814 (1989); Richardson-

Vicks Inc. v. Upjohn Co., 122 F.3d 1476, 1484, 44 USPQ2d 1181,

1187 (Fed. Cir. 1997).
Havi ng duly considered the totality of evidence and
argunent before us, we are satisfied that such justifies the

exam ner’s conclusion that the differences between the subject

13



Appeal No. 2001-1504
Appl i cation 08/618, 263

matter recited in claim 16 and the prior art are such that the
subject matter as a whol e woul d have been obvious at the tine
the invention was nmade to a person having ordinary skill in
the art. Accordingly, we shall sustain the standing 35 U.S. C.
8 103(a) rejections of claim16 and clains 19 and 20 which

depend t herefrom

SUMVARY
The decision of the examner to reject clains 16, 19 and

20 is affirned.

AFFI RVED

14
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NEAL E. ABRANMS
Adm ni strative Patent Judge
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